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— The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, tiowever, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 03 February 2003 . 
2a)M This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parfe Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-13 and 19-27 is/are pending in the application. 

4a) Of the above claim(s) 14-18 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 1-13 and 19-27 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) S The drawing(s) filed on 18 June 2001 is/are: a)S accepted or b)\Z\ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Exanniner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 D Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3, n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) 13 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) [Zl Notice of Informal Patent Application (PTO-152) 

3) [3 Information Disclosure Statement(s) (PTO-1449) Paper No(s) 7 . 6) O Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Sunnmary 



Part of Paper No. 2 



Application/Control Number: 09/883,818 p^gg 2 

Art Unit: 3731 

RESPONSE TO AMENDMENT 
Claim Rejections - 35 U.S.C. 102(b) 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) tlie invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale ni this country, more than one year prior to the date ol" application tor patent in the United States. 

1. Claims 1-3, 7-1 1, 13, 20, 21, and 23-25 are rejected under 35 U.S.C. 102(b) as being 
anticipated by U.S. Patent No. 5,733,294 to Forber et al. 

Regarding claim I, Forber et al. disclose in Fig. 1 a device that is capable of being a filter 
comprising a first filtering portion (the left portion of 22 closer to the center), a first anchoring 
portion (the left portion of 22 closer to the end), and a transverse dimension of the first filtering 
portion in an expanded configuration being less than the transverse dimension of the first 
anchoring portion in an expanded configuration. Forber et al. disclose an end portion of the first 
anchoring portion spaced from the first filtering portion and converging to a first converging 
section (27). Forber et al. disclose a second filtering portion (the right portion of 22 closer to the 
center), a second anchoring portion (the right portion of 22 closer to the end), and a transverse 
dimension of the second filtering portion being less than a transverse dimension of the second 
anchoring portion. An end portion of the second anchoring portion is spaced from the first 
filtering portion and converges to a second converging section (23). The first and second 
filtering portions are positioned closer to each other than the first and second anchoring portions. 
The anchoring portions are formed on first and second opposite portions of the device. 
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Regarding claim 2, Forber et al. disclose in Fig. 1 a sleeve (25) positioned between the 
first and second filtering portions. 

Regarding claim 3, Forber et al. disclose in Fig. 1 the filtering and anchoring portions 
formed by three wires (22). 

Regarding claim 7, Forber et al. disclose in Fig. 1 the transverse dimensions of the first 
and second anchoring portions (22) and filtering portions (22) being substantially equal. 

Regarding claim 8, Forber et al. disclose in Fig. 1 the filtering portions progressively 
increasing in diameter towards its respective anchoring portion. 

Regarding claim 9, Forber et al. disclose in Fig. 1 a device capable of being a filter 
having a first portion (left 22), a second portion (right 22), and an intermediate portion between 
the first and second portions. The first portion increases in diameter from the intermediate 
portion towards a first end and the second portion increases in diameter from the intermediate 
portion towards a second end. As shown in Fig. 4, a region closer to the intermediate portion is 
capable of being a filter portion and a region further from the intermediate portion can be used a 
an anchoring portion, wherein elements of the portions (22) extend radially distally in a first 
direction and bend back (at 50) to extend proximally in a second direction. The elements of the 
portions radiate from a common center outwardly, and hence are considered to radiate distally. 

Regarding claim 10, Forber et al. disclose in Fig. I a device capable of being a filter 
formed by at least one wire (22), each wire forming a part of the first (left and right portions 
closer to the center), second (left and right portions closer to the ends, 50), and intermediate 
portions (portions retained within 25). 
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Regarding claim 11, Forber et al disclose in Fig. 1 a retaining sleeve at the intermediate 
portion (25) to retain the at least one wire. 

Regarding claim 13, Forber et al. disclose the device being composed of shape memory 
metal (col. 3, 11. 24-26) 

Regarding claim 20, Forber et al. disclose in Fig. 1 the first and second filtering portions 
(22) converging and being retained by a sleeve (25). 

Regarding claim 21, Forber et al. disclose in Fig. 1 the filter comprising a retaining sleeve 
at the first converging section (27) and a retaining sleeve at the second converging section (23). 

Regarding claim 23, Forber et al. disclose in Fig. 1 the anchoring portion converging at a 
first end to form a first converging section (27) and at a second end to form a second converging 
section (23). 

( 

Regarding claim 24, Forber et al. disclose the apparatus comprising a retention member 
(27) at the first converging section and a retention member (23) at the second converging section. 

Regarding claim 25, Forber et al. further comprise a retention member (25) for retaining a 
converging region of the filter portion. 

2. Claims 1, 2, 4, 7, 8, 20, 21, 22, 26, and 27 are rejected under 35 U.S.C. 102(b) as being 
anticipated by U.S. Patent No. 5,746,767 to Smith. 

Regarding claim 1, Smith discloses in Fig. 2 a filter comprising a first filtering portion 
(left portion 1 6, the part of 1 6 closer to the center), a first anchoring portion (left portion of 1 6, 
the part of 16 closest to the right end), and a transverse dimension of the first filtering portion in 
an expanded configuration being less than the transverse dimension of the first anchoring portion 
in an expanded configuration. An end portion of the first anchoring portion is spaced from the 
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first filtering portion and converges to a first converging section. The end portion of the first 
anchoring portion (leftmost 16) converges at elements 18 (which comprises 19 and 21) or 20 
(col. 2, 11. 53-58), Smith discloses in Fig. 2 a second filtering portion (right portion of 16, closer 
to the center), a second anchoring portion (right portion of 16 closer to the right end), and a 
transverse dimension of the second filtering portion being less than a transverse dimension of the 
second anchoring portion. An end portion of the second anchoring portion is spaced from the 
first filtering portion and converges to a second converging section. The end portion of the 
second anchoring portion (rightmost 16) converges at elements 18 (which comprises elements 19 
and 21) or 20 (col. 2, II. 53-58). The first and second filtering portions are positioned closer to 
each other than the first and second anchoring portions, and the anchoring portions are formed on 
first and second opposite portions of the filter. 

Regarding claim 2, Smith discloses in Fig. 1 a sleeve (26) positioned between the first 
and second filtering portions (left and right 16). The filtering portions converge inside the hubs, 
22 and 24 (Fig. 2), and in Fig. 2 , the hubs (22, 24) combine to form the sleeve, 26, which can be 
positioned between the first and second filtering portions (col. 2, II. 58-60). 

Regarding claim 4, Smith discloses in Fig. 2 a first anchoring member, left element 19 of 
element 18, extending from the first anchoring portion and a second anchoring member, right 
element 19 of element 18, extending from a second anchoring portion (col. 2, 11. 54-56). 

Regarding claim 7, Smith discloses in Fig. 2 the transverse dimensions of the first and 
second anchoring portions (part of 16 closer to the ends) and filtering portions (part of 1 6 closer 
to the center) being substantially equal. 
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Regarding claim 8, Smith discloses in Fig. 2 the filtering portions (part of 16 closer to the 
center) progressively increasing in diameter towards its respective anchoring portion (part of 16 
closer to the ends). 

Regarding claim 20, Smith discloses in Fig. 1 the first and second filtering portions 
converging and being retained by a sleeve (26). The filtering portions converge inside the hubs, 
22 and 24 (Fig. 2), as the hubs combine to form sleeve 26 (col. 2, 11. 56-60). 

Regarding claim 21, Smith disclose in Fig. 2 the filter comprising a retaining sleeve at the 
first converging section (24) and a retaining sleeve at the second converging section (22). The 
portions also converge at element 18, which comprises elements 19 and 21. Element 18 can also 
serve as a sleeve for the converging sections of elements 16. 

Regarding claim 22, Smith discloses in Fig. 2 the anchoring members (19) having 
opposing sharpened ends (col. 2, 11. 54-55). 

Regarding claim 26, Smith discloses in Fig. 2 a filter having a first portion (left 16), a 
second portion (right 16), and an intermediate portion between the first and second portions. The 
first portion increases in diameter from the intermediate portion towards a first end, and the 
second portion increases in diameter from the intermediate portion towards a second end. A 
region closer to the intermediate portion forms a filter portion (portions of 16 closer to the 
center), and an anchoring portion (portions of 16 closer to the left and right ends) is formed at the 
first end and second end. An end region of each anchoring region converges to form a 
converging section (elements 18 and 20; col, 2, II. 53-58) spaced from the filter portion. 

Regarding claim 27, Smith fiarther comprises in Fig. 2 a connecting element (19, 21, 22, 
24) at each converging section. 
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Claim Rejections -35 US,C 102(e) 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty detlned in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the inteniational application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 9-13 and 19 are rejected under 102(e) as being anticipated by U.S. Patent No. 
6,251,122 Bl toTsukernik. 

Regarding claim 9, Tsukernik discloses in Fig, 3 a filter having a first portion (32, the 
length between 72 and 76), a second portion (42, the length between 74 and 78), and an 
intermediate portion (50) between the first and second portions. The first portion increases in 
diameter from the intermediate portion towards a first end (36, 76) and the second portion 
increases in diameter from the intermediate portion towards a second end (46, 78). A region 
closer to the intermediate portion forms a filter portion and a region further from the intermediate 
portion forms an anchoring portion (60, 62, 76,^78), wherein elements of the portions (72, 74) 
extend radially distally in a first direction and bend back (at 76 and 78) to extend proximaliy in a 
second direction. The ends, 76 and 78, extend in a first direction and then bend back toward the 
center in a second direction. The elements of the portions also radiate from a common center 
outwardly, and hence are considered to radiate distally. 
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Regarding claim 10, Tsukernik discloses in Fig. 3 a filter formed by at least one wire (32, 
42, lengths between 74 and 78 and 72 and 76), each wire forming a part of the first, second, and 
intermediate portions. 

Regarding claim 1 1, Tsukernik discloses a retaining sleeve at the intermediate portion 
(72, 74) to retain the at least one wire. 

Regarding claim 12, Tsukernick disclose in Fig. 3 a member (60, 62) to engage the vessel 

wall. 

Regarding claim 13, Tsukernik discloses the filter being composed of shape memory 
metal (col. 5, 11. 23-24) 

Regarding claim 19, Tsukernik discloses in Fig. 3 the filter further comprising a plurality 
of anchoring members (60, 62, 76, 78) spaced from a proximalmost and distalmost end of the 
filter. 

Claim Rejections ~35 U,S.Q 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art arc 
such that tlie subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
mamier in which the invention was made. 

4. Claims 3, 5, and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 5,746,767 to Smith. 

Regarding claims 3, 5, and 6, Smith discloses in Fig. 2 first and second filtering and 
anchoring portions, each having a lumen to receive the wires, each having first and second 
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opposing sharpened ends for engaging the vessel wall, and a collapsed filter with wires in an 
elongated configuration substantially parallel to a longitudinal axis of the filter (col. 3, 11. 11-17), 
but Smith does not disclose the portions formed by three wires. In col. 4, 11.34-39, Smith does 
disclose that fewer struts may be used. The number of wires or struts affects the size and number 
of emboli captured by the filter, and thus, it would have been an obvious to one having ordinary 
skill in the art at the time of the invention was made to disclose that the filter could be composed 
of three struts, since it has been held that discovering an optimum value of a result effective 
variable involves only routine skill in the art. 

Response to Arguments 

Applicant's arguments with respect to claims 1-13 and 19-27 have been considered but 
are moot in view of the new grounds of rejection. 

Regarding the claim 1, Smith discloses in Fig. 2 the elements, 16, converging together at 
elements 18. The elements, 16, further converge at 20. In col. 2, 11. 56-58, "the joining ends 20 
of struts 16 of first unit 12 are joined at a hub 22 and the joining ends 20 of the respective struts 
16 of second unit 14 are joined at hub 24." 

Regarding claim 9, Tsukernik discloses an element of the anchoring portions extending 
radially distally and bending back in a different direction. The definition of radially is 
"radiating from or converging to a common center (www.dictionary.com)." The elements, 32, 
42, and the lengths between 74 and 78 and 72 and 76 all extend from the center and extend 
distally. The lengths between 74 and 78 and 72 and 76 bend back in a different direction a 76 
and 78. 
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Conclusion 

The Prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

U.S. Patent No. 6,447,531 Bl to Amplatz 
U.S. Patent No. 6,123,715 to Amplatz 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gwen Phanijphand whose telephone number is 703-305-4845. 
The examiner can normally be reached on Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Milano can be reached on 703-308-2496. The fax phone numbers for the 



Application/Control Number. 09/883,818 
Art Unit: 3731 



Page 1 1 



organization where this application or proceeding is assigned are 703-305-3590 for regular 
communications and 703-305-3590 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0858. 
GP 

April 17, 2003 




Gwen Phanijphand 
Patent Examiner 
Art Unit 3731 



"Michael J. Milano 
Supervisory Patent Examiner 
Technology Center 3700 



